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Applicant's election with traverse of Group 1 , Claims 1 , 4-7, 9, 1 4, and 21 , in the 
reply filed on March 16, 2009 is acknowledged. The traversal is on the ground(s) that it 
would not be an undue search burden to examine Groups 1, 4, 5, and 9 drawn to a 
nucleic acid having SEQ ID NO: 1 and encoding SEQ ID NO: 2. Upon search and 
reconsideration, the Examiner has rejoined Groups 1 , 4, 5, and 9 and will examine 
Claims 1,4-9, 14, 15, 20, and 21. 

Applicants also urge that the groups were searched by the International 
Searching Authority and should be examined herein. This is not found persuasive 
because these searches are not overlapping. Upon allowance of claims, the groups can 
be revisited and rejoinder may occur based on the allowable claims. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim 10 has been canceled. Claims 1-9 and 11-21 are currently pending. The 
Examiner has withdrawn Claims 2, 3, 11-13, and 16-19 from further consideration 
because these claims are drawn to non-elected inventions. Claims 1, 4-9, 14, 15, 20, 
and 21 are currently under examination. 

Benefit of priority is set to September 16, 2003. 

Claims 14, 15, 20, and 21 provide for the use of nucleic acid or protein, but, since 
the claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
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merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 14, 15, 20, and 21 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1,4-9, 14, 15, 20, and 21 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In Claim 1 , stringent conditions are not set forth in the claims or defined in the 
specification. Therefore, this term cannot be understood by the skilled artisan. 

In Claim 1 , it is not understood what is intended by the limitation that the nucleic 
acid differs from a nucleic acid that hybridizes to SEQ ID NO: 1 by the degeneracy of 
the genetic code, that is, this claim limitation appears to be a reach through limitation 
because one cannot know what the degenerate code of an unknown nucleic may be. 
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In Claim 1 , the term "homology" is used. This term is a qualitative term and not a 
quantitative term; therefore, one skilled in the art cannot know what 95% or 65% 
homology means. 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 4-9, 14, and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Inouye et al. (1993; Cloning and sequence analysis of cDNAforthe 
Ca2+-activated photoprotein, clytin. FEBS 315(3): 343-346). 

Inouye et al. teach nucleic acid encoding clytin, this nucleic acid sharing 50.9% 
identity with SEQ ID NO: 1 and encoding clytin sharing 77.5% identity with SEQ ID NO: 
2. The nucleic acid comprises at least 1 0 consecutive nucleotides from SEQ ID NO: 1 , 
for example, nucleotides 105-147 of the nucleic acid taught in Inouye et al. are the 
same as nucleotides 221-263 of instant SEQ ID NO: 1 . The nucleic acid encoding clytin 
was placed into vector pBluescript (page 344. left col, last line), the vector was 
transformed into E. coli (page 344. left col, last line), and expressed and purified 
therefrom (page 344, right col., line 9). 

Therefore, Inouye et al. teach a nucleic acid whose complementary strand would 
be expected to hybridize with SEQ ID NO: 1 and encoding a photoprotein because the 
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nucleic acids share high sequence identity and clytin is a photoprotein (Claim 1c, d). 
Claim 1e and 1f are included in this rejection because one cannot know which parts are 
considered to be homologous, such that they are 95% or 65% homologous to SEQ ID 
NO: 1 - see the rejection under 112/2 above. The nucleic acid encoding clytin is an 
oligonucleodie comprising at least 10 consecutive nucleotides of SEQ ID NO: 1 (Claim 
7). Inouye et al. teach placing the nucleic acid into a vector (Claim 5) and therefore 
having a 5' functional promoter (Claim 4). The vector was placed into E. coli, an 
organism (Claim 6), and the polypeptide was expressed therefrom (Claim 9); therefore, 
the nucleic acid was used as a marker or reporter gene (Claim 14) and the protein a 
label or reporter (Claim 15). Clytin is the protein encoding by the nucleic acid taught in 
Inouye et al. (Claim 8). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karen Cochrane Carlson whose telephone number is 
571-272-0946. The examiner can normally be reached on 6:00 AM - 4:00 PM, Monday 
through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Karen Cochrane Carlson/ 
Primary Examiner, Art Unit 1656 



